
09/782,588 



7590 



02/12/2001 

02/21/2002 



Robert Kain 



EXAMINER 



FL^OHBAC^TEST ALBRTTTON ft HERBERT LLP 

Suite 3400 

Four Embarcadero Center 

San Francisco, CA 94111-4187 



FORMAN, BETTY J 



ART UNIT 



PAPER NUMBER 



1634 

DATE MAILED: 02/21/2002 



7 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/782,588 



Examiner 

BJ Forman 



Applicant(s) 

KAIN ET AL. 



Art Unit 

1634 



BJ Forman ) IUJH> I 

: ■ n. MAILING DATE « W. CO******* -PP» " "» "* '""W"*"" '*""» 



A SHORTENED STATUTORY PERIOD FOR REPLY ,S SET TO EXP,RE , MONTH(S) FROM 

aftpr SIX (6) MONTHS from the mailing date of this communication. cta t„tnrv minimum of thirty (30) days will be considered timely. 

. ?fmeperi^\Sy specified above is less than thirty (30)^ 

. ,f NO period for reply is specified above the maximum ^^^^^^^ to become ABANDONED (35 U S.C. § 1 33). 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )E Responsive to communication(s) filed on 1? February 2001 . 
2aO This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except * * *" ^ " 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 o.fc>. 

Disposition of Claims 

4) 13 Claim(s) ±26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) E1 Claim(s) ±26 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: .)□ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )D The proposed drawing correction fled on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the cert.fied copies not received. 

14) 8 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional appl.cation). 
a) □ The translation of the foreign language provisional application has been rece^ 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 
Attachment(s) 

4)H Interview Summary (PTO-413) Paper No(s). . 

1 ) □ Notice of References Cited (PTO-892) patent fcn (PT0 . 152) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) » LJ "» 

3) □ Information Disclosure Statements) (PTO-1449) Paper No(s) . 6) U other. 



s^TrTeSiT ofr,ce Action summary part of Paper N0 ' 7 



Page 2 

Application/ Control Number: 09/782,588 
Art Unit: 1634 

DETAILED ACTION 



Restrictions 

L. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-4, 6-12 and 18-25, drawn to microscope slide composition and method 

of making said composition, classified in class 435, subclass 288.4. 
„. Claims 5-14, 16 and 17, drawn to a microscope slide composition and method of 
making said composition, classified in class 435, subclass 288.4. 

III. Claim 15, drawn to an apparatus, classified in class 435, subclass 288.7. 

IV. Claim 26, drawn to a method of making microscope slide arrays, classified in 
class 435, subclass 288.3. 

2. The inventions are distinct, each from the other because of the following reasons: 

a. inventions I & III and II & III are related as mutually exclusive species in an 
intermediate-final product reiationship. Distinctness is proven for clahns in this relationship if 
the intermediate product is useful to make other than the final prcOuc. ,MPEP , 806.04<b,, 3rd 
paragraph,, and the species are patently distinct (MPEP § 806.04(h),. In the instant case, 
the intermediate product is deemed ,0 be useful for punfying ligands which bind to bioactive 
agents. For example, tire slide compositions can be used to capture ligands in solution and 
once captured, the ligands can be released mto a second solution. By repeating these steps, 
the slide compositions are useful for providing bulk quantities of purified ligands. Additionally, 
the inventions are deemed patentably distinct since there is nothing on this record to show 
them to be obvious variants. Should applicant traverse on the ground that the species are no. 
patentably distinct, applicant shouid submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the case. 
In either instance, if the examiner finds one of the inventions anticipated by the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103,a| of the other invention. 
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b Inventions ., II and IV are independent and distinct Inventions are independent and 
distinct if it can be shown that they are no. disclosed as capable of use together and they have 
different modes o, operation, different functions, or different effects (MPEP , 806.04, MPEP S 
80S 01) In the instant case the different inventions are not disclosed as capable of use 
together and they have different modes o, operation and different functions. The composition 
and method of Invention I operate by randomly positioning microspheres separated by less 
than 50um said microspheres comprising first and second subpopulations o, bioactive agents 
and the method and composition function to provide muitiple bioactive agents within a single 
composition. The composition and method of Invention II operate by randomly distributing 
microspheres comprising a bioactive agent and a non-bioactive agent and the composition and 
method function to provide bioactive agents and markers within a composition. The meOrod of 
.nvention IV operates by arranging fiber optic bund.es and the method functions to provide an 
array of cross-sectioned fiber optic bundles. 

c. inventions 1.1 and IV are unrelated. Inventions are independent and distinct if it can 
be shown that they are not diseased as capab.e of use together and they have different modes 
otoperation, different functions, or different effects (MPEP § 806.04, MPEP I 808.01). In the 
instant case the different inventions. In the instan, case the different inventions are not 
disclosed as capable of use together and they have different modes of operation arm different 
function, The apparatus of Invention II. operates by integrating a detection instrument and a 
microscope slide composition within a single apparatus and tine apparatus functions to provide 
a detection instrument prosimal ,0 the ■mcros.ope slide composition. The method of .nvention 
TV operates by arranging fiber optic bundles and the method functions ,0 provide an array of 
cross-sectioned fiber optic bundles. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 
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4. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, 
the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(i). 
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D Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to BJ Forman whose telephone number is (703) 306-5878. The examiner can normally be 

reached on 6:30 TO 4:00. . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner s superior, Gary 
Jones can be reached on (703) 308-1 152. The fax phone numbers for the organization where th.s 
application or proceeding is assigned are (703) 308-4242 for regular communications and (703) 308-8724 
for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 



BJ Forman, Ph.D. 
Patent Examiner 

Art Unit: 1655 
February 14, 2002 



